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Claims 1-20 are pending in this application. 

Claims 5 and 12 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. 

Claims 5 and 12 are improperly dependent on independent claim 1 , either 
directly or indirectly. Claim 1 is directed to a mixture of compounds. Claims 5 and 12 
are open to using the individual components of the mixture separately , i.e. not as a 
combined mixture. This makes these dependent claims improperly dependent on claim 
1 since claim 1 is limited to the mixture. 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 10 provides for the use of the compound (I) and sulfur, but, since the claim 
does not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 
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Claim 10 is rejected under 35 U.S.C. 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claim 10 will not be further examined on the merits because it is directed to non- 
statutory subject matter, "[t]he use of a substance. 

Claims 9, 11-14 and 16-17 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

(1) Claim 9 is directed to seeds comprising the mixture of claim 1 in an amount 
from 0.001 to 5 kg/100. Note that the "100" is missing a unit. In the absence of the unit, 
this feature could read on 100 seeds; however, all other claims in this application 
specify the seed application amounts per 100 kg of seed. The absence of the unit is 
therefore confusing and indefinite in claim 9. 

(2) Claims 11-14 and 16-17 have lack of antecedent problems concerning "The." 
For example, claim 1 1 is recited as "The fungicidal composition " but its base claims only 
recite a fungicidal mixture . Similarly in claims 12-14 and 16-17, "The method " lacks 
antecedent basis because their base claims are only directed to a fungicidal mixture. 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, rf the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-9 and 1 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the combined teachings of EP 988790 and WO 98/46607 in view of the 
acknowledged prior art, Goddard (US 4,180,569) and Duvert et al. (US 5,977,156). 

EP 988790 discloses the fungicidal combination of triazolopyrimidine compounds 
that encompass applicant's formula I compound + sulfur. See paragraphs 1 and 9, 
wherein and together with the nitrogen represent a 4-methylpiperidine ring and L\ 

and represent F. Synergistic effect from the combination is disclosed 
(paragraphs 3-4, 7, 15). Application to soil, seeds or directly onto plants is disclosed 
(paragraphs 15, 25). Protection of crops such as rice, vegetables, fruits, vines, and 
ornamentals against phytopathogenic fungi is disclosed (paragraphs 16-17). Control of 
phytopathogenic fungi of the genus Cochilobolus is disclosed (paragraph 16, second 
line of the paragraph). 0.001-2 kg/ha application rate of the triazolopyrimidine 
compounds is disclosed (paragraphs 18-19). Optimal rate of the second fungicidal 
active ingredient such as sulfur depends on the crop, level of infestation, and "can be 
readily determined by established biological tests." (paragraph 20). Ratio of 1 :100 to 
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1 00:1 is disclosed for tine two active fungicidal ingredients (paragraph 21 ). 0.001 -99.9 
wt% concentrations in various formulation types/carriers such as emulsions, solutions, 
powders, granules and other formulations are disclosed (paragraphs 22-35). 

WO 98/46607discloses the fungicidal activity of applicant's triazoiopyrimidlne of 
formula I. See page 3, lines 5-15; Example 2 on page 20. The compound is disclosed 
to have enhanced systemic activity and enhanced toxicity to fungi (page 7, lines 8-11). 
Various solid and liquid formulations are disclosed (pages 13-17). Combined use, 
including synergistic effect/use, with myriad other fungicides is disclosed (page 
17, line 7 to page 19, line 2; see in particular page 17, lines 12-13). Combination with 
another fungicide such as sulfur is disclosed (page 18, line 14). Application to soil, 
seeds or directly onto plants is disclosed (page 19, lines 2-19). Protection of crops such 
as rice, solanaceous crops, vegetables, legumes, apples, vines against 
phytopathogenic fungi is disclosed (paragraph bridging pages 11-12; page 19, lines 14- 
16). 0.5-95 wt% concentrations in various formulations/carriers such as emulsions, 
solutions, powders, granules and other formulations are disclosed (page 12, lines 14- 
32; see also pages 13-15 for specific concentrations and formulation types). 0.01-10 
kg/ha application rate is disclosed (page 15, lines 10-12). 

Applicant acknowledges in the specification that both formula I compound and 
sulfur are known for their fungicidal properties, and triazoiopyrimidlne compounds that 
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encompass applicant's formula I compound are known to be combined with sulfur 
(specification page 1, lines 18-33). 

Goddard and Duvert et al. are cited to merely show seed treatment application 
rates of other known fungicidal agents for rice seeds. Goddard discloses 1 6 to 500 g of 
active agent per 100 kg of rice seed (Example 8 on column 6). Duvert et al. disclose 2- 
200 g of fungicide per 100 kg of rice seeds (claim 32; column 5, lines 51-54). 

Although the cited prior art does not expressly disclose the specific combination 
of applicant's formula I + sulfur, their combination as claimed by applicant would have 
been fairly suggested. First, both formula I and sulfur are known fungicides, known to 
protect valuable crop plants such as rice plants from phytopathogenic fungi. Second, 
both formula I and sulfur are known to be useful together in combination, resulting in at 
least increased efficacy or spectrum or synergism. Third, one having ordinary skill in 
the art would have been motivated to combine two fungicides in order to obtain the 
benefits of both fungicides. Fourth, one having ordinary skill in the art would have been 
motivated to adjust and optimize the concentration and application rates of the two 
component fungicides to arrive at the mixture concentration and mixture application 
rates, based on the individual concentration and application rates taught by the prior art. 

It is recognized that the cited prior art does not expressly disclose 0.001 to 5 kg 
of the claimed mixture per 1 00 kg of seed, rice seed or otherwise. However, one of 
ordinary skill in the art would have been able to review typical industry rice seed 
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treatment amounts known for other fungicides to arrive at tlie claimed amounts (see 
Goddard and Duvert et a!.)- Even though the compounds in Goddard and Duvert et al. 
are different, EP 988790 is evidence that application amounts "can be readily 
determined by established biological tests." (paragraph 20). 

Regarding dependent claims that specifically recite Cochliobolus miyabenus as 
the phytopathogenic fungi to be controlled, the prior art teaching of the genus as well as 
control of phytopathogenic fungi in rice are deemed fairly suggestive of this feature. 

Therefore, the claimed invention, as a whole, would have been prima facie 
obvious to one of ordinary skill in the art at the time the invention was made, because 
every element of the invention and the claimed invention as a whole have been fairly 
disclosed or suggested by the teachings of the cited references. 

In this regard, applicant's specification data has been reviewed for evidence of 
nonobviousness, but it must be noted that the data there falls short of being 
commensurate In scope with that of the claimed subject matter. 

The test data disclosed on pages 10 and 1 1 were obtained by applying the active 
ingredients to leaves of rice seedlings at undeterminable actual application rates 
("sprayed to runoff') by using 1 ppm or 4 ppm dilute solutions. The claims are open to 
any and all plants (though some dependent claims are limited to rice), any and all 
application amounts, concentrations, and proportions (though some dependent claims 
narrow these features), and any and all phytopathogenic fungi (though some dependent 
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claims are limited to Cochliobolus miyabenus). In other words, the claims being 
examined here are not limited to using 1-4 ppm dilute solutions, applied to rice 
seedlings, to control only Cochliobolus miyabenus. There is no evidence that the data 
obtained under such limited conditions would transfer similarly to other concentrations, 
proportions, plant types, plant substrate (e.g. seeds per se), and phytopathogens. As 
each of these variables are expected to have an effect on the performance of active 
agents, limited data such as applicant's cannot considered probative evidence for the 
entire scope of the claimed subject matter. 

For these reasons, all claims must be rejected. 

Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to JOHN PAK whose telephone number is (571)272-0620. 
The Examiner can normally be reached on Monday to Friday from 8 AM to 4:30 PM. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
SPE, Johann Richter, can be reached on (571)272-0646. 

The fax phone number for the organization where this application or proceeding 
is assigned is (571)273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571 )272- 
1600. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status Information for unpublished applications is available through Private PAIR only. 
For more Information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/John Pak/ 

Primary Examiner, Art Unit 1616 



